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DETAILED ACTION 

1 . Claims 1-28, 34-44 are presented for examination. 

2. It is noted that although the present application does contain line numbers in specification 
and claims, the line numbers in the claims do not correspond to the preferred format. The 
preferred format is to number each line of every claim, with each claim beginning with line 1. 
For ease of reference by both the Examiner and Applicant aU future correspondence should 
include the recommended line numbering. 

3. The disclosure is objected to because of the following informalities: 

pg 16, line 22, electronic communication service should be numbered 10 instead of 12. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another 
who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this title before the 
invention thereof by the applicant for patent 

5. Claim 18-20, 22, 24-25, 1, 6-1 1, 13, 26-28, 34-35, 41-42, 44 are rejected under 35 U.S.C. 
102(e) as being anticipated by Ballard, US 6,182,050. 

6. As per claim 18, Ballard teaches subscribing to the electronic communication service 
through a user interface using conventional name and conventional postal address information 
(Col. 6, lines 55-65); 

obtaining an account (Col. 1, lines 67 - Col. 2, lines 5); 
providing user preferences (Col. 2, lines 10-34); and 
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receiving over the Internet direct mail advertising materials o ffered by businesses over the 
electronic communication service and matched to said user preferences based upon said 
conventional name and said conventional postal address information (see for example, Col. 1, 
lines 20-45; Col. 6, lines 55-65). 

7. As per claim 19, Ballard teaches the method of claim 1 8 further comprising: 
providing demographic information (Col. 2, lines 10-22); and 

receiving targeted direct mail advertising materials from the businesses based upon said 
demographic information (Col. 2, lines 10-34). 

8. As per claim 20, Ballard teaches the method of claim 1 8 further comprising receiving 
communications screened for undesired electronic mail and undesired offers (CoL 2, lines 10-33) 

9. As per claim 22, Ballard teaches the method of claim 1 8 wherein said mailing 
information may be sorted according to categories (see for example, Col. 2, lines 10-33, wherein 
the desired targeted information registered by the clients categorize the types of advertisements to 
be sent out by the businesses). 

10. As per claim 24, Ballard teaches the method of claim 18 further comprising receiving 
conventional postal mail when the user does not have an e-mail address or prefers to receive 
direct mail advertising materials by conventional postal mail (see for example, Col. 2, lines 10- 
35;CqL 1,1^ _ _ _ . , 

11. As per claim 25, Ballard teaches the method of claim 1 8 further comprising browsing 
offers matched and unmatched against said user preferences (Col. 2, lines 10-33). 

12. As per claim 1, Ballard teaches wherein an electronic communication service method 
comprising: 
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subscribing users to the electronic communication service using conventional name and 
conventional postal address information (Col. 1, lines 67 - Col. 2, lines 5); 

subscribing businesses to the electronic communication service (Col. 2, lines 10-20, wherein 
businesses subscribe to 3 rd party advertiser); 

receiving direct mail advertising materials from the businesses; and 

sending the direct mail advertising materials to the users over the Internet using the 
conventicmal name and conventional postal address information (see for example, Col. 1, 
lines 20-45; Col. 6, lines 55-65) 

13. As per claims 6 and 7, claims 6 and 7 are rejected for the same reason as the rejection to 
claim 22 above. 

14. As per claim 8, Ballard teaches obtaining demographic information from the users (Col. 
2, lines 20-33); 

15. As per claim 9, Ballard teaches the method of claim 1 further comprising allowing the 
users to specify types of the direct mail advertising materials which the users wish to receive (see 
for example, Col. 2, lines 10-35). 

16. As per claim 10, Claim 10 is rejected for the same reason as the rejection to claim 25 
above. 

17. As per claim 11, Baliard teaches the method of claim 1 further comprising sending 
conventional postal mail when a user does not have an e-mail address or prefers to receive direct 
mail advertising materials by conventional postal mail (see for example, Col. 2, lines 10-35; Col. 
1, lines 20-45, wherein the user has the option of receiving regular printed advertisements). 

18. As per claim 13, Ballard teaches the method of claim 1 further comprising screening 
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undesired electronic mail and undesired offers from users (Col. 2, lines 10-33). 

19. As per claim 26, Ballard teaches an electronic communication service method for a 
business comprising: 

subscribing to the electronic communication service (Col. 1, lines 67 - Col. 2, lines 5); 
obtaining a business account (Col. 2, lines 10-20, wherein businesses subscribe to 3 rd party 
advertiser); 

providing conventional name and conventional postal address information from the business 
to the electronic communication service (Col. 3, lines 7-20; Col. 2, lines 10-33); and 

allowing the service to send direct mail advertising materials to a plurality of users over 
the Internet using said conventional name and said conventional postal address information 
provided by the business. 

providing direct mail advertising materials from the business to the electronic communication 
service; and allowing the service to send direct mail advertising materials to a plurality of users 
over the Internet (see for example, Col. 1, lines 20-50; Col. 2, lines 10-35; Col. 6, lines 55-65). 

20. As per claim 27, Ballard teaches the method of claim 26 further comprising allowing 

the business to create target contact lists based upon a plurality of interested users (Col. 7, lines 1- 
15). 

21. As per claim 28, Claim 28 is rejected for the same reason as the rejection to claim 19 
above. " - 

22. As per claim 34, Claim 34 is rejected for the same reasons as the rejection to claim 1 
above. 
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23. As per claim 35, Ballard teaches the method of the method of claim 34 wherein the step 
of subscribing businesses to the electronic communication service comprises subscribing the 
businesses at a remote location (Col. 3 5 lines 8-20; wherein the businesses can be incorporated as 
part of an end user). 

24. As per claim 37, Claim 37 is rejected for the same reasons as rejection to claim 1 above. 

25. As per claims 41, 42, 44, claims 41, 42, 44 are rejected for the same reasons as rejection 
to claims 7, 1 1, and 25 above respectively. 

Claim Rejections - 35 USC § 103 

26. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

27. Claims 21, 23, 2-4, 36, 38-40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 6,108,691, Ballard, US 6,182,050, in view of Lee et al. (hereinafter Lee). 

28. As per claim 21, Ballard does not explicitly teach the method of claim 18 wherein 
correspondences sent and received without disclosing e-mail addresses. 

29. Lee teaches the method of Haim 18'whera * : r - ^ , 
received without disclosing e-mail addresses (Col. 6, lines 35-39; Col. 1, line 51, lines 63-65). 

30. It would have been obvious to one of ordinary skill in this art at the time of invention was 
made to combine the teaching of Ballard and Lee because they both dealing with targeted 
advertising. Furthermore, the teaching of Lee to allow 
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wherein correspondences sent and received without disclosing e-mail addresses 

would improve the security for Ballard's system by hiding user specific information such as email 

address from potential attackers. 

31. As per claim 23, Ballard does not explicitly teach 
providing e-mail addresses and aliases; and 

consolidating electronic mail from said e-mail addresses and said aliases at a single location. 

32. As per claim 23, Lee teaches the method of claim 18 further comprising: 
providing e-mail addresses and aliases (Col. 4, lines 27-34; Col. 6, lines 27-39); and 
consolidating electronic mail from said e-mail addresses and said aliases at a single location 

(Col. 2, lines 42-51; Col. 4, lines 48-49; Col. 6, lines 18-22). 

33. It would have been obvious to one of ordinary skill in this art at the time of invention was 
made to combine the teaching of Ballard and Lee because they both dealing with targeted 
advertising. Furthermore, the teaching of Lee to allow 

providing e-mail addresses and aliases; and 

consolidating electronic mail from said e-mail addresses and said aliases at a single location, 
would improve the organization and security for Ballard's system by hiding user specific 
information such as email address from potential attackers and place them in a secure centralized 
location. 

34. - ' *Xs per claim 2, Ballard does not explicitly teach the method of claim \ "wherein e-mail* 
addresses of said users are maintained in confidence. 

35. Lee teaches the method of claim 1 wherein e-mail addresses of said users are maintained 
in confidence (Col. 1, line 51; Col. 6, lines 35-39). 
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36. It would have been obvious to one of ordinary skill in this art at the time of invention was 
made to combine the teaching of Ballard and Lee because they both dealing with targeted 
advertising. Furthermore, the teaching of Lee to allow 

wherein e-mail addresses of said users are maintained in confidence 

would improve the security for Ballard's system by hiding user specific information such as email 
address from potential attackers. 

37. As per claim 3, Ballard does not explicitly teach the method of claim 2 wherein said e- 
mail addresses are maintained in confidence during and after any transactions between users and 
businesses. 

38. Lee teaches the method of claim 2 wherein said e-mail addresses are 

maintained in confidence during and after any transactions between users and businesses (Col. 1, 
line 51; Col. 6, lines 35-39). 

39. It would have been obvious to one of ordinary skill in this art at the time of invention was 
made to combine the teaching of Ballard and Lee because they both dealing with targeted 
advertising. Furthermore, the teaching of Lee to allow 

wherein said e-mail addresses are maintained in confidence during and after any transactions 
between users and businesses 

would improve the security for Ballard's system by hiding user specific information such as email 
address from potential attackers , 

40. As per claim 4, Claim 4 is rejected for the same reason as the rejection to claim 23 above. 

41 . As per claim 36, Ballard does not explicitly teach wherein the step of subscribing 
business to the electronic communication service comprises subscribing the businesses at a local 
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42. Lee teaches the method of claim 34 wherein the step of subscribing business to the 
electronic communication service comprises subscribing the businesses at a local location (Col. 4, 
lines 27-34; Col. 3, lines 17-42; Col 8, lines 6-18, lines 30-33). 

43. It would have been obvious to one of ordinary skill in this art at the time of invention was 
made to combine the teaching of Ballard and Lee because they both dealing with targeted 
advertising. Furthermore, the teaching of Lee to allow 

wherein the step of subscribing business to the electronic communication service comprises 

subscribing the businesses at a local location 

would improve the Functionality for Ballard's system by allowing users to utilize said advertising 
service without the utilization of an internet. 

44. As per claims 38-40, claims 38-40 are rejected for the same reasons as rejection to claim 
2-4 above respectively. 



45. Claims 12, 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
6,108,691, Ballard, US 6,182,050, in view of Borgstrom et al. (hereinafter Borgstrom), US 
6,738,053. 

46. As per claim 12, Ballard does not explicitly teach the method of claim 1 wherein the 
conventional name and the conventional postal address information is converted to e-mail 
addresses through a mapping function. 

47. Borgstrom teaches the method of claim 1 wherein the conventional name and the 
conventional postal address information is converted to e-mail addresses through a mapping 
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48. It would have been obvious to one of ordinary skill in this art at the time of invention was 
made to combine the teaching of Ballard and Bogstrom because they both dealing with online 
advertisement. Furthermore, the teaching of Bogstrom to allow 

wherein the conventional name and the conventional postal address information is converted to e- 
mail addresses through a mapping function 

would improve the functionality for Ballard's system by shortening the data entry load of user for 
the data conversion aspect is realized through a predefined function. 

49. As per claim 43, claim 43 is rejected for the same reasons as rejection to claim 12 above. 

50. Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ballard, US 
6,182,050, in view of "UK C ASE STUDY: THE POSTAL PREFERENCE SERVICE" Bryan, 
1999. 

51. As per claim 14, Ballard does not teach the method of claim 1 further comprising 
charging the businesses for sending the direct mail advertising materials. 

52. Bryan teaches the method of claim 1 further comprising charging the businesses for 
sending the direct mail advertising materials (pg 4, "How much will this service cost me?", lines 
1-4). 

53? It would have been bBvious to one of ordinary skill in this art af the time of invention was 
made to combine the teaching of Ballard and Bryan because they both deal with targeted 
advertising by the businesses. Furthermore, the teaching of Bryan to charge the businesses for 
sending the direct mail advertising materials would answer the question for funding and cost for 
Ballard's system by charging businesses for using the direct targeted advertisement service. 
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Moreover, postal system isn't a free operating entity, it would have been obvious to 

charge the business for the postal service, in fact, Ballard suggests this charging of service see for 

example, Col. 2, lines 1-10. 

54. As per claim 15 and 16, Claims 15 and 16 are rejected for the same reason as the 
rejection to claim 14 above. 

55. Claims 17 are rejected under 35 U.S. C. 103(a) as being unpatentable over Ballard, US 
6,182,050, in view of "UK CASE STUDY: THE POSTAL PREFERENCE SERVICE" Bryan, 
1999, in further view of 'Official Notice 5 . 

56. As per claim 17, Ballard, and Bryan does not teach the method of claim 14 further 
comprising charging the businesses for converting said conventional postal address mailing lists 
to e-mail addresses. However, Official Notice is taken by the examiner that charging a fee for 
registered conversion services is notoriously well known for the advantage of keeping the service 
from going out of business. 

57. Claim 5 is rejected under 35 U.S.C 103(a) as being unpatentable over Ballard, US 
6,182,050, in view of 'Official Notice'. 

58. Ballard teaches: 

allowing users to selectively retrieve electronic communications (see for example, Col. 2, 
lines 10-33). ....... _ ; , 

59. Ballard does not explicitly teach newsgroup server to post information, however, 
"Official Notice" is taken that the concept and advantages of providing for a newsgroup server is 
well known and expected in the art. It would have been obvious to one of ordinary skill in the art 
to include a newsgroup server with Lee because it would provide easy of sharing of information 
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as well as message postings in a client server environment. 



Conclusion 

60. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The following patents and publications are cited to further show the state of the art 
with respect to "Electronic Communication Service". 

i. "Direct MarketingOnline To Avoid Spam, Check source of email lists", 
Interactive PR & Marketing News, v5, n20 ? Oct 2, 1998. 

ii. "competition law - dominant market position - anti-competitive behaviour - 
Competition Act 1998", Collins, J Feb 1 1, 2000. 

iii. "UK CASE STUDY: The Postal Preference Service More of the mail you want, 
less of what you don't" 1 999. 

iv. "How a Retailing Stalwart Plans To Apply Precision of Direct Marketing to the 
Web. (Company Business and Marketing)" Andrews, Whit. Internet World June 14, 
1999. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chad Zhong whose telephone number is (571)272-3946. The 
examiner can normally be reached on M-F 7: 15 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, BURGESS, GLENTON B can be reached on (571)272-3949. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-^197 (toll-free). 
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